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Office Action Summary 



Application No. 

10/801,158 


Applicant(s) 

BROWN, SCOTT A. 


txaiMirior 

John m. Cooney 


Art Unit 

1711 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- "Insier* Tof fime may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be bmely filed 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 14 February 2005. 
2a)D This action is FINAL. 2b)S This action is non-final. 

3)Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 



Disposition of Claims 

4)H Claim(s) h21 is/are pending in the application 
4a) Of the above claim(s) _ 



is/are withdrawn from consideration. 



5) E3 PJaimfel 1-12 and 21 is/are allowed. 

6) D Claim(s) 13-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of. 

1 .□ Certified copies of the priority documents have been received. 
2D Certified copies of the priority documents have been received in Application No. 



3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) □ Notice of DraftspersorVs Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) Q Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 
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Application/Control Number: 10/801,158 
Art Unit: 1711 

Applicant's arguments filed 2-14-05 have been fully considered but they are not 
persuasive. 

Objection to specification is withdrawn in light of applicants' observation it was in 
error. Rejection under 35 USC 103 is withdrawn in light of applicants' remarks. 
Obviousness-type double patenting rejection over 1 0/801 ,1 64 is withdrawn in light of 
applicants' properly filed terminal disclaimer. 

The following are new or maintained: 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

States. 

Claims 13-16 and 18-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gallagher (5,208,271). 

Gallagher discloses methods for preparation of polyurethane foam materials 
including ffl.ers prepared from isocyana.es including polymeric MDI, polyols induding 
amine-based polyether polyols and pofyglycol polyols, and polyester polyols which read 
on esters, wherein the manner of combination of ingredients reads on the methods as 
claimed by applicants' (see the entire document). 
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Applicants' methods does not differentiate from combining the materials with a 
filler, and performing the processes of Gallagher in a subterranean location such as a 
basement or an in ground mold is readily envisioned from the teachings of Gallagher. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in Sion 102 of this title, if the differences between the subject matter sought to be patented and 
Se p Jfart a?e such that the subject matter as a whole would have been obvious at the tune Mta 
invention was made to a person having ordinary skill in the art to which said subject matter perta.ns. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gallagher as applied to claims 13-16 and 18-20 above, and further in view of Murray et 
al .(5,951 ,796). 

Gallagher differs from the claims in that 2,2,4-trimethyl-1,2-pentanediol 
diisobutyrate is not particularly required. However, Murray discloses the employment of 
these compounds in polyurethanes for the purpose of imparting their emulsifying and 
plasticizing effect in related two-component urethane forming materials (see column 5 
lines 34-42, as well as, the entire document). Accordingly, it would have been obvious 
for one having ordinary skill in the art to have employed the TXIB plasticizers of Murray 
et al. as processing aids in the processes of Gallagher for the purpose of imparting their 
emulsifying and plasticizing effect in order to arrive at the processes of applicants' 
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claims with the expectation of success in the absence of a showing of new or 
unexpected results. 

Applicant's arguments with respect to Cairns 13-20 have been considered but are 
moot in view of the new ground(s) of rejection. 



Double Patenting 



The nonstatutory doubte patenflng «^^£SS^£££* the 
doctrine grounded in public policy £ *° nted by a patent 

unjustified or improper timew.se extension * *eng^ ^ ,„% Goodma „, 1 1 

SKS^ S! * re ^ 

418 F 2d 528, 163 USPQ 644 (CCPA 1969). . . b 

A timely fled terminal disdaimer in commence wrth 37 CFR 1 321 M may 

owned with this application See *J™<WW* t of rec0 rd may sign a 

37 CFR 3.73(b). 

Claims 13-20 are rejected under the judicially created doctrine of obviousness- 
es double patenting as being unpatentable over daims 1-13 of U.S. Pa.en, No. 
6,521 ,673. Although the conflicting daims are not identical, they are not patentably 
disflnc. from each other because U.S. Patent # 6,521 ,673 disdoses compositions, 
combinational methods, reactants and amount selections which vary from applicants' 
claim, in a manner which would have been obvious to one having ordinary skill in the 



1 
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art. Looking to the specification of 6,521 ,673 for supporting disclosure provides the 
means for combining the materials of 6,521 ,673 and inclusion of additives with 
expectation of success such that distinction between the provided combinations of 
6,521 ,673 and the methods of claims 13-20 of the instant application are not seen. 



Claims 13-20 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-46 of 
copending Application No. 10/326,338. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims differ from each 
other in a manner and degree of combinational methods and selection which would 
have been obvious to one having ordinary skill in the art. Looking to the specification of 
10/326,338 for supporting disclosure provides the means for combining the materials of 
10/326,338 and inclusion of additives with expectation of success such that distinction 
between the provided combinations of 10/326,338 and the methods of claims 13-20 of 
the instant application are not seen. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Applicants' arguments have been considered, but the rejections are maintained 
to be appropriately applied to claims 13-20. 
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Any inquiry concerning this communication or eariier communications from the examiner should be directed to John 
Cooney whose telephone number is 571-272-1070. The examiner can normally be reached on M-F from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor. James Seidleck, can be 
reached on 571-272-1078. The fax phone number for the organization where this application or proceeding is assigned is 703-872- 



9306. 

Information 



ion regarding the status of an application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on *cess to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




